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1. The examiner acknowledges the amendments to claims 1, 3, 7, 
10, 11, 15, 16, 24, 26, and 27, and the cancellation of claims 2 
and 4-6 set forth in the amendment filed on Aug. 31, 2005. 
Claims 1, 3, and 7-28 are pending. 

Claims 26 and 28 have been withdrawn from further 
consideration pursuant to 37 CFR 1.142(b), as being drawn to. a 
nonelected invention, there being no allowable generic or 
linking claim. Applicants timely traversed the restriction 
(election) requirement in the reply filed on Apr. 4, 2005. 

2. The references US 6,503,676 and US 6,593,048 listed on the 
initialed form PTO-1449 filed on Sep. 26, 2003, mailed on 

Apr. 29, 2005, were inadvertently not initialed by the examiner. 
The form PTO-1449 mailed on Apr. 29, 2005, was corrected on 
Nov. 1, 2005, and is attached to this office action.' 

3. The examiner has considered only the US application listed 
on "List of related cases'' in the Information Disclosure 
statement filed on Jun. 29, 2005. 

The examiner has crossed out the US applications listed on 
"List of related cases'' in the Information Disclosure statements 
filed on Aug. 17, 2004, Sep. 9, 2004, and Sep. 23, 2004, because 
the examiner has considered the US published applications of 
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said US applications listed on the form PTO 1449 filed on 
May 31, 2005. 

The US applications listed in the "List of related cases 7 ' 
in the Information disclosure statement (IDS) filed on Sep. 26, 
2003, have been crossed out by the examiner. Applicants did not 
provide legible copies of those portions of the copending U.S. 
patent applications, i.e., copies of the originally filed claims 
and figures of the US applications, which caused them to be 
listed, as requested in the office action mailed on Apr. 29, 
2005. In that office action, applicants were given ONE MONTH to 
supply the mentioned omissions. 

Applicants are advised that the date of any re-submission 
of any item of information contained in an information 
disclosure statement or the submission of any missing element (s) 
will be the date of submission for purposes 'of determining 
compliance with the requirements based on the time of filing the 
statement, including all certification requirements for 
statements under 37 CFR 1.97(e). See MPEP § 609.05(a). 

4. The objection to the specification set forth in the office 
action mailed on Apr. 29, 2005, paragraph 5, has been withdrawn 
in response to the amended paragraphs at page 70, 105, 115, 116, 
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and 147, of the specification, set forth. in the amendment filed 
on Aug. 31, 2005. 

The objections to the specification set forth in the office 
action mailed on Apr. 29, 2005, paragraph 6, items (l)-(3) 
and (5) , have been withdrawn in response to the amended 
paragraphs beginning at page 30, line 18, page 28, line 10, and 
page 48, line 15, of the specification, and the amendment to 
claim 27 set forth in the amendment filed on Aug. 31, 2005. 

The rejections of claims 1-23, 25, and 27 under 35 
U.S.C. 112, second paragraph, set forth in the office action 
mailed on Apr. 29, 2005, paragraph 8, have been withdrawn in 
response to the amendments to claim 1, 16, and 27 set forth in 
the amendment filed on Aug. 31, 2005. 

The rejections of claims 1-3, 6, 8-12, 15-25, and 27 under 
35 U.S.C. 102 (a) /103 (a) and under 35 U.S.C. 102 (e) /103 (a) over 
US 2003/0138717 Al (Yagi) , as evidenced by applicants' 
admission I, and of claim 7 under 35 U.S.C. 103(a) over Yagi, as 
evidenced by applicants' admission I, set forth in the office 
action mailed on Apr. 29, 2005, paragraphs 14 and 15, 
respectively, have been withdrawn in response to the amendments 
to claims 1 and 24 set forth in the amendment filed on Aug. 31, 
2005. Those amendments added the limitation of now-cancelled 
claim 4 that the particulate resin in the particulate material 
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is "crosslinked. " Yagi does not teach or suggest that the 
particulate material in its toner comprises a crosslinked resin 
as recited in instant claims 1 and 24. 

The rejections of claims 1, 6, 8, 9, 12, 15-25, and 27 
under 35 U.S.C. 102 (a) /103 (a) and under 35 U.S.C. 102 (e) /103 (a) 
over US 2003/0180644 Al (Nanya) , as evidenced by applicants' 
admission 1, set forth in the office action mailed on Apr. 29, 
2005, paragraph 17, have been withdrawn in response to the 
amendments to claims 1 and 24 set forth in the amendment filed 
on Aug. 31, 2005. Those amendments added the limitation of now- 
cancelled claims 2 and 4 that the particulate resin in the 
particulate material is "crosslinked" and has a Tg of 40 to 
100°C. Nanya does not teach or suggest that the particulate 
material in its toner comprises a crosslinked resin as recited 
in instant claims 1 and 24, or has a Tg as recited in the 
instant claims. 

The rejection of claims 1, 5, 8, 22-25, and 27 under 35 
U.S.C. 103(a) over US 6,416,917 Bl (Nakanishi) combined with US 
5,066,558 (Hitake), as evidenced by US 6,106,986 (Shirai) , set 
forth in the office action mailed on Apr. 29, 2005, 
paragraph 18, has been withdrawn in response to the amendments 
to claims 1 and 24 set forth in the amendment filed on Aug. 31, 
2005. Those amendments added the limitation of now-cancelled 
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claims 2 and 4 that the particulate material comprises a 
crosslinked resin having a Tg of 40 to 100°C. Neither Nakanishi 
nor Hitake teaches or suggests such a particulate material as 
recited in instant claims 1 and 24. 

The rejection of claims 1-4, 8, 10, 22-25, and 27 under 35 
U.S.C. 103(a) over Nakanishi combined with US 4,980,257 (Anno), 
set forth in the office action mailed on Apr. 29, 2005, 
paragraph 19, has been withdrawn in response to the amendments 
to claims 1 and 24 set forth in the amendment filed on Aug. 31, 
2005. Those amendments added the limitation of now-cancelled 
claim 6 that the toner binder resin comprises tetrahydrof uran 
(THF) insoluble components in an amount of from 2 to 30 % by 
weight. Nakanishi does not disclose that its toner binder resin 
comprises THF insoluble components as recited in instant 
claims 1 and 24. 

5. - The specification is objected to as failing to provide 
proper antecedent basis for the claimed subject matter. See 37 
CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: 

In claim 25, the recitation "[a] toner container 
containing the toner composition" lacks antecedent basis in the 
specification. 
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Applicants' amendment filed on Aug. 31, 2005, did not 
address this objection. 

6. The indicated allowability of claims 13 and 14 is withdrawn 
in view of the newly discovered reference (s) to US 2003/0152859 
Al (Emoto'859). Rejections based on the newly cited 
reference (s) follow. 

7. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly- 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

8. Claim 21 is rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 21 is indefinite in the phrase "the binder resin 
comprises tetrahydrof uran-insoluble components in an amount of 
from 1 to 15% by weight based on the total weight of the binder 
resin." The amount of 1 to 15% by weight is outside the amount 
range of 2 to 30% by weight recited in instant claim 1 from 
which claim 21 depends. 
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9. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

10. US 2003/0152859 Al (Emoto' 859) was published on Aug. 14, 
2003, and has an effective, filing date of Nov. 4, 2002, which 
are both prior to the filing date of Sep. 26, 2003, of the 
instant application. The inventive entity of Emoto' 859 differs 
from that of the instant application. Thus, Emoto' 859 qualifies 
as prior art under 35 U.S.C. 102(a) and under 35 U.S.C. 102(e). 
Accordingly, Emoto' 859 qualifies also as prior art under 35 
U.S.C. 103(a) and 103(c) . 

11. Claims 1, 3, 8-11, 13, 14, 17, 18, 21-25, and 27 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over 
Emoto' 859, as evidenced by applicants' admissions at page 41, 
line 10, to page 42, line 8, of the instant specification 
(applicants' admission 1), combined with US 4,980,257 (Anno). 

Emoto' 859 discloses a developer comprising a magnetic 
carrier coated with a silicone resin layer and a toner that 
comprises toner particles. The toner particles comprise a 
binder resin, carnauba wax as the releasing agent, and a 
colorant. The binder resin comprises a modified polyester resin 
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and an unmodified polyester that are present in a weight ratio 
(modified to unmodified) of about 0.31, which is within the 
ratio range of 5/95 to 80/20 recited in instant claim 8. See 
example 4 at page 12, and paragraph 0214. The amounts of the 
modified and unmodified resins were determined from the 
information provided in example 4. The magnetic carrier meets 
the carrier limitation recited in instant claim 27. The toner 
particles further comprise a charge control agent fixed on the 
surface of the toner particles in an amount of 0.25 parts by 
weight per 100 parts by weight of toner particles, and 
externally added hydrophobic silica and titanium oxide. 
Paragraphs 0129-0130 and paragraph 0147, lines 17-18. The 
binder resin comprises 6 wt% of tetrahydrof uran insoluble 
components, which is within the amount ranges recited in instant 
claims 1, 21, and 24. The binder resin has a peak molecular 
weight Mp of 6,500, a number-average molecular weight Mn of 
3,500, and a Tg of 4 9°C. See Table 1, example 4. The binder 
resin Tg meets the Tg range recited in instant claims 1 and 24. 
The toner has a spindle form and a volume average particle size 
(Dv) of 6.2 pm, and a ratio of the volume average particle size 
(Dv) to the number average particle size of 1.10. 
Paragraph 0147, lines 12-13, and Table 2, example 4. The volume 
average particle size Dv and ratio Dv/Dn meet the particle size 
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limitation and ratio Dv/Dn limitation recited in instant 
claims 17 and 18, respectively. The spindle form meets the form 
limitation recited in instant claim 13. Emoto'859 further 
teaches a container comprising said toner. Paragraph 0117, 
image developer 4 in Fig. 1. 

According to Emoto'859 its toner provides high quality 
images having good reproducibility of a micro dot image. The 
toner has highly reliable cleanability, good low-temperature 
fixability, and good transferability. Paragraphs 0011-0012. 

Emoto'859 does not disclose that the toner satisfies the 
dimensional relationships recited in instant claim 14. However, 
as discussed above, the toner disclosed by Emoto'859 has a 
spindle form that meets the shape limitation recited in instant 
claim 13. Furthermore, the instant specification at page 41, 
lines 10-25, discloses that when the ratio r2/rl is too small, 
the dot reproducibility and transfer efficiency deteriorate; if 
the ratio r2/rl is too large, the toner has a "form near the 
spherical form and therefore the cleaning problem tends to 
occur." The instant specification at page 41, line 26, to 
page 42, line 8, also discloses that if the ratio r3/r2 is too 
small, the toner has "a form near a flat form, and thereby the 
toner has low transferability," and when the ratio r3/r2 is 1.0, 
the "toner can be rotated while the major axis is the rotation 
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axis." The Emoto'859 toner in example 4 exhibits good 
cleanability, dot reproducibility, transferability, and image 
qualities. See Emoto'859, Table 3 at page 15, example 4. The 
Emoto'859 toner exhibits the properties sought by applicants. 
Accordingly, because the Emoto'859 toner has a spindle form and 
appears to exhibit the properties sought by applicants, it is 
reasonable to presume that the Emoto'859 toner satisfies the 
dimensional relationships recited in instant claim 14. The 
burden is on applicants to prove otherwise. In re Fitzgerald , 
205 USPQ 594 (CCPA 1980). 

Emoto'859 does not disclose that the unmodified polyester 
resin has a weight-average molecular weight as recited in 
instant claims 1 and 24. However, Emoto'859 teaches that the 
unmodified polyester resin preferably has a weight average 
molecular weight of 10,000 to 300,000, which overlaps the range 
of 2,000 to 10,000 recited in instant claims 1 and 24. 
Paragraph 0072, line 10, and paragraph 0074, lines 3-5. 
Emoto'859 also teaches that the unmodified polyester resin has 
an acid value of 1 to 30 mg KOH/g, which meets the acid value 
range of 0.5 to 40 mg KOH/g recited in instant claim 9. 
Paragraph 0075, lines 2-3. 

It would have been obvious for a person having ordinary 
skill in the art, in view of the teachings of Emoto'859, to use 
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a unmodified polyester resin having a weight-average molecular 
weight and an acid value as recited in the instant claims as the 
unmodified polyester in the toner in example 4 of Emoto'859. 
That person would have had a reasonable expectation of 
successfully obtaining a spindle shaped toner having the 
benefits disclosed by Emoto'859. 

Emoto'859 does not disclose that the surface of the toner 
particles in example 4 comprises a particulate material where 
the particulate material is embedded on the surface of the toner 
particles as recited in instant claims 1 and 24. 

Anno teaches thermally fixing minute cross-linked vinyl 
resin particles a having Tg of 83°C and minute vinyl resin 
particles b having a Tg of 81°C to the surface of toner particles 
using a heat-treating and impact type modifying machine, Nara 
Hybridization System. Both minute resin particles a and b have 
an average particle size of 1 micron. Col. 16, lines 40-45; 
col. 20, lines 51-55; col. 21, lines 24-58; and col. 23, 
lines 43-55. The Tg' s are within the Tg ranges recited in 
instant claims 1, 3, and 24. The minute resin particles a 
and b meet the compositional limitations recited in instant 
claim 10. The minute resin particles a also meet the 
crosslinked' limitation recited in instant claims 1 and 24. The 
average particle size of 1 micron is about 0.16 times the 
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average particle size of the Emoto'859 toner particles in 
example 4 (6.2 jam = 6200 nm) , which meets the particle size 
limitation recited in instant claims 1 and 24, Anno further 
teaches that it is desirable that the minute resin particles of 
the first thermoplastic resin have an average particle size of 
0.05 to 3 microns, i.e., 50 nm to 3000 nm, that the minute resin 
particles of the second thermoplastic resin have an average 
particle size of 0.4 to 3 microns, i.e., 400 to 3,000 nm, and 
that both are no less than 1/100 and no more than 1/5 of the 
average particle size of the toner particles. Col. 11, lines 
17-23. The average • particle size ranges of the minute resin 
particles overlap the particle range of 50 to 500 nm recited in 
instant claim 11. According to Anno, toner. particles 
comprising the minute resin particle a and b have stable 
charging properties, high flowability, and high cleaning 
property.. Col. 3, lines 54-58, and Tables 3 and 4 at 
cols. 27-30, example 1 and comparative example 10, which does ) 
not comprise any minute resin particles. 

It would have been obvious for a person having ordinary 
skill in the art, in view of the teachings of Anno, to add the 
Anno minute resin particles a and b to surface of the toner 
particles rendered obvious over the teachings of Emoto'859 in 
the manner taught by Anno. That person would have had a 
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reasonable expectation of successfully obtaining a toner that 
has high flowability, stable charging property, and high 
cleaning property, as disclosed by Anno. 

Instant claim 1 is written in product-by-process format. 
The Emoto'859 toner in example 4 is not obtained by the- process 
steps recited in instant claim 1. However, as discussed above, 
the combined teachings of Emoto'859 and Anno render obvious a 
toner that meets the compositional limitations recited in 
instant claim 1, and that would appear to have very similar 
properties in use. Accordingly, the toner rendered obvious 
over the combined teachings of Emoto'859 and Anno appears to be 
the same or substantially the same as the toner obtained by 
process steps recited in instant claim 1. The burden is on 
applicants to prove otherwise. In re Marosi , 218 USPQ 289 (Fed. 
Cir. 1983); In re Thorpe , 227 USPQ 964 (Fed. Cir. 1985); 
MPEP 2113. 

12. Claims 7, 12, 15, 16, 19, and 20 are objected to as being 
dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form including all of the limitations 
of the base claim and any intervening claims. 

Neither Emoto'859 nor Anno teaches or suggests a 
particulate material having the molecular weight limitations 
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recited in instant claim 7 and the composition limitations 
recited in instant claim 15. Emoto'859 does not disclose or 
suggest that its toner has an average sphericity as recited in 
instant claim 12 or the flow starting point recited in instant 
claim 16. Nor does Emoto' 859 teach or suggest that its binder 
resin has the molecular weight distributions recited in instant 
claims 19 and 20. 



13. Any inquiry concerning this communication or- earlier 
communications from the examiner should be directed to Janis L. 
Dote whose telephone number is (571) 272-1382. The examiner can 
normally be reached Monday through Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr. Mark Huff, can be 
reached on (571) 272-1385. The central fax phone number is 
(571) 273-8300. 

Any inquiry regarding papers not received regarding this 
communication or earlier communications should be directed to 
Supervisory Application Examiner Ms. Claudia Sullivan, whose 
telephone number is (571) 272-1052. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 
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